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„ MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
''T SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHIS) FROM 



earned patent term adjustnnent. See 37 CFR 1 .704(b). 

Status 

1 ) H Responsive to connnnunication(s) filed on Feb 20, 2002 



2a)n This action is FINAL. 2b)'iXj This action is non-final. 

3) D Since this application is in condition for allowance except for formal rr,atters Prosecution as to the merits is 

closed in accordance v^ith the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

r-i ^. . , , , is/are pending in the application. 

4) K Claim(s) 1-40 . „ 

, , ■ oo An is/are withdrawn from consideration. 

4a) Of the above, c!aim(s) 22-40 ^ „ 

^ , , is/are allowed. 

5) U Claim(s) . — . ■ 

rn ^ . , . is/are rejected. 

6) K Claim(s) 1:27 . ■ 

^ , , is/are objected to. 

?)□ Claim(s) ^ - — 

p-i ^, . are subject to restriction and/or election requirement. 

8) LJ Claims 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

lOlD The drawing(s) filed on is/are a) □ accepted or blQ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
niD The proposed drawing correction filed on is: alH approved bjD disapproved by the Exammer 

If approved, corrected drawings are required in reply to this Office action. 

1 2) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All bjD Some* cjD None of: 

1 . □ Certified copies of the priority documents have been received, 

2. □ Certified copies of the priority documents have been received in Application No. _ • 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
B]U The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

r-l X X f-* A /DTn QQ9V 4) M InterviBw Summarv (PTO-4131 Paper No(s). 

11 Notice of References Cited (PTO-89 2 1 ' — 

( — 1 „ • D ■ /Dxn QAQi 51 i I Nottce of Informal Patent Appticatton (PTO- 1 52 ) 

2) □ Notice of Draftsperson s Patent Drawing Review (PTO- 948) 3' LJ 

3) □ Information Disclosure Statement(s) {PTO- 1449) Paper No(s). 6) □ Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in- . . ^ . r .i. 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 
122(b) only if the international application designating the United States was published under Article 21 (2)(a) 
ofsuch treaty in the English language; or r- .u ■ K.,ti,» 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 

2. Claims 1-5, and 20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Baurmeister et al (6,022,478)(hereinafter '478). Teaches the method of claim 1, including 
removing virus using a membrane having the claimed properties (abstract, column 12, last 
paragraph, column 1 8, lines 35-61, column 19, last paragraph through column 20, lines 1-38), the 
virus separation is disclosed in '478 (column 39-55). The polymeric side chains, including the 
methacrylate compound claimed in claim 3, is disclosed in '478, and the grafted chains (column 
21, lines 14-35). The pore size claimed in claims 1,2, 4 and 5 are clearly disclosed in '478 
(column 1 2, last paragraph, and claim 12, column 37). '478 also discloses suitable membrane 
materials for the grafted membrane (column 19, last paragraph, and column 20, lines 1-21). 
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3. (b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1 -5, 1 0, 1 1 , 1 8-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Motomura et al (5,667,684)(hereinafter '684). '684 discloses removing virus from body fluids 
with a membrane having the claimed properties (abstract, column 4, lines 15-54, column 5, lines 
61-68, column 6, lines 62-68, column 7, lines 1-7, and column 8, lines 10-45). The membrane 
pore size of claims 1 , 2, 4, 5 are disclosed by '684 (column 8, lines 10-21). As to claims 10-11, 
reference '684 discloses removing virus, e.g. HIV, at a level higher than 95 % (column 3, last 
paragraph, table 4, column 10, line 41). As to claim 20, bioactive virus is disclosed, e.g. HIV, as 
discussed above. Regarding claims 18-19, treating the membrane in solution of sodium chloride 
followed by rinsing with water is disclosed '684 (column 9, lies 44-68, and column 10, lines 1- 
10). 

Claim Rejections - 35 USC§ 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 6, 7, 8, 9, 12, 13, 14, 15, 17, 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Motomura et al (5,667,684)('684). Reference '684 fails to disclose the 
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limitations of the claims above. However, the concentration o claims 15, and 21 can be expected 
from the degree of virus removal disclosed , e.g. 99% or more. Furthermore, the same 
performance when the same membrane having the same ,porosity and attached polymeric chains 
on the membrane, and the same area of membrane is used under the same conditions, can be 
expected by one skilled in the pertinent art at the time the invention was made. As to the degree 
of grafting of the membrane, as claimed in claims 6-9, conditioning the membrane to provided the 
glycidyl, amino groups, to generate more than 2 , 10 (-4) mol/g or more of sulfuric groups on the 
membrane surface is disclosed in reference '684 (column 3, lines 1-25). It would have been 
obvious to one skilled in the art to adjust the concentration of the polymeric chain compounds to 
generate the charge density claimed on the membrane, therefore, based on the membrane 
perfonnance, the charged groups on the surface of the membrane seems to have similar 
concentrations. As to claim 14, the filter with low protein adsorption is disclosed (column 4, lines 
31-45). Regarding claims 16-17, the sample fluid velocity is not disclosed, however, the same 
velocity, when the same feed composition, same membrane surface is provide when using the 
same membrane material under the same operating condition, should have been expected by the 
skilled artisan at the time the invention was made. 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure, reference 4,808,3 1 5 teaches the membrane having the same pore size an material, and 
having the same degree of virus removal, however, the membrane is provided with the polymeric 
side chains claimed in the present invention. Reference WO 90/05018 teaches the membrane 
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having attached groups as claimed in the present invention. References EP 0 490 940 Bl, 
5,981,028, and 6,258,870 Bl are also considered pertinent. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ana Fortuna whose telephone number is (703) 308-3857. The examiner can 
normally be reached on Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Wanda Walker, can be reached on (703) 308-0457. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-93 1 0 for regular responses, and 
(703)872-931 1 for after finals. 



Ana Fortuna 

ANA FORTUNA 

May 22, 2002 PRIMAPY EXAMINER 




